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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1, 2, 4, 5, 7-11, 13, 15, 17-19, 21, 22, 24, 30, 31, 33, 35-38, 40 and 41 
are rejected under 35 U.S.C. 102(e) as being clearly anticipated by Padmanabhan et al. 
(U.S. Pat. 6,219,638). 

As per claims 1 and 18, Padmanabhan teaches a system for transcribing a 
recording message comprising: 

a storing device for storing a recorded message (message stored on message 
server or telephony server, col. 3, lines 34-38); 

a transcription device, in communication with the storing device, for transcribing a 
recorded message into a computer file (speech recognition server transcribes speech to 
text, col. 4, lines 15-17); and 

an archival device, in communication with the transcription device, for reading the 
computer file and outputting or storing a transcribed version of the recorded message 
(text is stored or output, col. 4, lines 62-67). 
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3. As per claim 8, Padmanabhan teaches a system for transcribing a recorded 
message comprising: 

a voicemail message system for storing a recorded message (server accessed 
through a telephone to retrieve messages, col. 3, lines 22-24); 

a transcription device operating a transcription software and in communication 
with the storing device, for transcribing a recorded message into a computer file 
(speech recognition server transcribes speech stored in telephony server, col. 4, lines 
14-16); and 

an archival device, in communication with the transcription device, for reading the 
computer file and outputting or storing a transcribed version of the recorded message 
(text is stored or output, col. 4, lines 62-67). 

4. As per claim 10, Padmanabhan teaches a system for transcribing a recording 
message comprising: 

a storing device for storing a recorded message (message stored on message 
server or telephony server, col. 3, lines 34-38); 

a transcription device, in communication with the storing device, for transcribing a 
recorded message into a text file (speech recognition server transcribes speech to text, 
col. 4, lines 15-17); 

a converting device for converting the text file to different formats that are 
recognized by different recording devices (sends the data via email, fax or page hence it 
must inherently have a converting device to change between these formats, col. 4, lines 
62-67); and 
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a plurality of archival devices, each archival device in communication with the 
converting device and capable or reading a recognized format of the text file and 
outputting or storing a transcribed version of the recorded message (sends the data via 
email, fax or pager, col. 4, lines 62-67). 

5. As per claim 30, Padmanabhan teaches a method of transcribing a recorded 
message comprising: 

accessing a storing device storing a recorded message (message server 
accessed to retrieve messages, col. 3, lines 24-31); 

listening to the recorded message (message server accessed by telephone so 
the user would inherently listen to the message, col. 3, lines 24-31); 

indicating that the recorded message should be transcribed (gives the user the 
option if to transcribe the message or not, if the user chooses to transcribe the message 
it is recorded previously to transcription, col. 4, lines 1-4 and 10-15); and 

designating an archival device to be used to output or store the transcribed 
message (user selects how to store or send the message, col. 4, lines 62-67). 

6. As per claim 37, Padmanabhan teaches a method of transcribing a recorded 
message comprising: 

accessing a voicemail system (messages saved on servers, hence implying 
voicemail, col. 3, lines 34-38); 

listening to the recorded message (message server accessed by telephone so 
the user would inherently listen to the message, col. 3, lines 24-31); 
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indicating that the recorded message should be transcribed (gives the user the 
option if to transcribe the message or not, if the user chooses to transcribe the message 
it is recorded previously to transcription, col. 4, lines 1-4 and 10-15); and 

designating a plurality of archival devices to be used to output or display the 
transcribed message (messages can be sent to multiple devices, col. 5, lines 21-33). 

7. As per claims 2,11,19 and 31 , Padmanabhan teaches the storing device is a 
voicemail message system (messages saved on servers, hence implying voicemail, col. 
3, lines 34-38). 

8. As per claims 4, 9, 13 and 21, Padmanabhan teaches the transcription device is 
an integral part of the storing device (elements of Fig. 1 can be implemented by one 
computer, the elements of Fig. 1 include both the speech recognition server and 
telephony server, col. 3, lines 15-18). 

9. As per claims 5, 15, 22, 33 and 38, Padmanabhan teaches the archival device is 
an email (send text via email, col. 4, lines 62-67). 

10. As per claims 7, 17, 24, 35 and 40, Padmanabhan teaches the archival device is 
a facsimile machine (send the text via fax, col. 4, lines 62-67). 

11. As per claims 36 and 41 , Padmanabhan teaches the archival device comprises a 
plurality of archival devices of different types (sends the data via email, fax or pager, 
col. 4, lines 62-67). 
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Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

13. Claims 3, 6, 12, 16, 20, 23, 32, 34 and 39 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Padmanabhan. 

As per claims 3, 12, 20, and 32, Padmanabhan does not teach the storing device 
is a telephone answering machine. 

However, the Examiner takes Official Notice that the use of telephone answering 
machines is well known in transcription. Therefore, it would have been obvious to one 
of ordinary skill in the art at the time of invention to modify the system of Padmanabhan 
to have the storage device be a telephone answering machine, the precursor of 
voicemail, because it would allow the system to operate for users still without voicemail, 
hence making it more marketable. 

14. As per claims 6, 16, 23, 34, and 39, Padmanabhan does not teach the archival 
device to be a printer. 

However, the Examiner takes Official Notice that printers are a well known output 
device in the art. Therefore, it would have been obvious to one of ordinary skill in the 
art at the time of invention to modify the system of Padmanabhan to have the archival 
device be a printer because it would give a hard copy transcription of the voice 
message hence facilitating use for the user. 
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15. Claims 25-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Padmanabhan in view of Damiba et al. (U.S. Pat. Pub. 2002/01 69605A1). 

As per claim 25, Padmanabhan teaches a message transcription system for 
transcribing a recorded message comprising: 

a storing device for storing a recorded message (message stored on message 
server or telephony server, col. 3, lines 34-38); 

a transcription device, in communication with the storing device, for transcribing a 
recorded message (speech recognition server transcribes speech to text, col. 4, lines 
15-17); and 

a converting device for converting, in communication with the transcription 
device, for converting the transcribed message into a format that is readable by an 
archival device (sends the data via email, fax or page hence it must inherently have a 
converting device to change between these formats, col. 4, lines 62-67). 

Padmanabhan does not teach the system being portable and having a port, in 
communication with the converting device and an archival device, for allowing output of 
the converted transcribed message to the archival device for output or storage thereon. 

Damilba teaches a speech-to-text system that is portable (plug-and-play 
capabilities, paragraph 18) and having a port to communicate with exterior devices (3 rd 
party service adapter, paragraph 86). 

It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify the system of Padmanabhan to make the system portable with a 
port as taught by Damilba for communication with the converting device and an archival 
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device, for allowing output of the converted transcribed message to the archival device 
for output or storage thereon because it would give more functionality hence making the 
system more flexible. 

16. As per claim 26, Padmanabhan teaches the transcription device is an integral 
part of the storing device (elements of Fig. 1 can be implemented by one computer, the 
elements of Fig. 1 include both the speech recognition server and telephony server, col. 
3, lines 15-18). 

17. As per claim 27, Padmanabhan teaches the archival device is an email (send 
text via email, col. 4, lines 62-67). 

18. As per claim 28, Padmanabhan does not teach the archival device to be a 
printer. 

However, the Examiner takes Official Notice that printers are a well known output 
device in the art. Therefore, it would have been obvious to one of ordinary skill in the 
art at the time of invention to modify the system of Padmanabhan to have the archival 
device be a printer because it would give a hard copy transcription of the voice 
message hence facilitating use for the user. 

19. As per claim 29, Padmanabhan teaches the archival device is a facsimile 
machine (send the text via fax, col. 4, lines 62-67). 
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Conclusion 



20. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Lewis et al. (U.S. Pat. 6,775,651) and Field et al. (U.S. Pat. 
6,651 ,042) teach transcribing voicemail to email. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Matthew J Sked whose telephone number is (703) 305- 
8663. The examiner can normally be reached on Mon-Fri (8:00 am - 4:30 pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Talivaldis Smits can be reached on (703) 306-301 1 . The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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